CNRS No.: 85256-05 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Application of: LaCoIIa et al. 



Confirmation No.: 



9201 



Serial No.: 



!0/609,29S 



Art Unit: 



1623 



Filed: 



June 27, 2003 



Examiner: 



T. Mcintosh III 



For: 



2' and 3* Nucleoside Prodrugs Attorney Docket No: 
for Treating Flaviviridae (CAM: 
Infections 



11874-016-999 
417451-999016) 
IDX 1017 



TERMINAL DISCLAIMER 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



The owners of the entire interest in the above-identified application, fdenix Pharmaceuticals, Inc., 
Universita Degii Studi di Cagliari, Centre National de la Recherche Scientifique and L ! Universite 
Montpeliier II (collectively, "owners"), hereby disclaim the terminal part of the statutory term of any 
patent granted on the above-identified application which would extend beyond the expiration date of the 
statutory terms of any patent granted on pending U.S. Patent Application Nos. 1 1/005,443 and 1 1/516,928 
(the "reference applications"). The owners hereby agree that any patent so granted on the above- 
identified application shall be enforceable only for and during such period that the legal title to said patent 
shall be the same as the legal title to any patents granted on the reference applications. 

The owners further agree that this agreement is to run with any patent granted on the above 
identified application and is to be binding upon the grantee, its successors, and assigns. 

The owners do not disclaim any terminal part of any patent granted on the above-identified 
application prior to the expiration date of the full statutory term of any patents granted on the reference 
applications in the event that said patents later expire for failure to pay a maintenance fee, are held 
unenforceable, are found invalid, are statutorily disclaimed in whole or terminally disclaimed tinder 37 
C.F.R. 1 .321(a), have all claims canceled by a reexamination certificate, or are otherwise terminated prior 
to the expiration of its full statutory term, except for the separation of legal title stated above. 

Ownership of the above-identified application and the reference applications in fdenix 
Pharmaceuticals, Inc., Universita Degli Studi di Cagliari, Centre National de la Recherche Scientifique 
and L' Universite Montpeliier 11 is demonstrated by virtue of assignments recorded November 1 1, 2008 at 
reel 021 819 frame 0136: November 1 1, 2008 at reel 021819 frame 0145; November I i, 2008 at reel 
02 1 8 1 9 frame 0 1 49: and the assignment attached hereto. 
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The undersigned hereby confirm that they have reviewed the assignments and, to the best of their 
knowledge and belief, title is in the assignees seeking to take action in this matter and that they are 
empowered to act on behalf of Idenix Pharmaceuticals, Inc., Universita Degli Studi dt Cagliart. Centre 
National de la Recherche Scientifique and L' Universite Montpellier II. 

The undersigned hereby declares that all statements made herein of his own knowledge are true 
and that all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code 
and that such willful false statements may jeopardize the validity of the application or any patent issuing 
thereon. 

Idenix Pharmaceutics 

io i By: 



Name: J^ - - f°U-v 
Position: Ctu-tf <2i 



6<(- 



Universita Degli Studi di Cagliari 

. By: 



Name: 
Position: 



Centre National de la Recherche Scientifique 

. By: 



Name: 
Position: 



L' Universite Montpellier il 

. By: 



Name: 
Position: 
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TERMINAL DISCLAIMER 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



The owners of the entire interest in the above-identified application, Idenix Pharmaceuticals, Inc., 
Universita Degli Studi di Cagliari, Centre National dc la Recherche Scientifique and V Universite 
Montpcllief il (collectively, "owners"), hereby disclaim the terminal part of the statutory term of any 
patent granted on the above-idemifiwi application which would extend beyond the expiration date of the 
statutory terms of any patent granted on pending U.S. Patent Application Nos. 1 1/005,443 and 1 1/516,92$ 
(the "reference applications' 7 ). The owners hereby agree that any patent so granted on the above- 
identified application shall be enforceable only for and during such period that the legal title to said patent 
shall be the same as the legal title to any patents granted on the reference applications. 

The owners further agree that this agreement is to run with any patent granted on the above 
identified application and is to be binding upon the grantee, its successors, and assigns. 

The owners do not disclaim any terminal part of any patent granted on die above-identified 
application prior to the expiration date of the full statutory term of any patents granted on the reference 
applications in the event that said patents later expire for failure to pay a maintenance fee, are held 
unenforceable, are found invalid, are statutorily disclaimed in whole or terminally disclaimed under 37 
C.F.R, 1 .32 1 (a), have all claims canceled by a reexamination certificate, or are otherwise terminated prior 
to the aspiration of its full statutory term, except for the separation of legal title stated above. 

Ownership of die above- identified application and the reference applications in Idcnix 
Pharmaceuticals. Inc.. Universita Deglj Srudt di Cagliari, Centre National de la Recherche Scientifique 
and 1/ Universite Montpellier II is demonstrated by virtue of assignments recorded November f 1, 2008 at 
reel 021819 frame 0136: November 1 1, 2008 at reel 021819 frame 01 45; November 1 1, 2008 at reel 
021 SI 9 frame 0149: and the assignment attached herein. 



LAI- JWIJSvJ 



mmmOQ! 688eS66Z.l9l.000 atioipawoia-on-szuaios <Mq: £0:9^60-60-^ 



The undersigned hereby confirm that they hove reviewed the assignments and, to the best of their 
knowledge and belief, title is in the assignees seeking to take action in this matter and that they are 
empowered to act on behalf of idenix Pharmaceuticals, Inc., Universita Degli Studi di Cagliari, Centre 
National de la Recherche Scientiflque and L 1 University Montpellier II, 

The undersigned hereby declares that ail statements made herein of his own knowledge are true 
and that all statements made on information and belief are believed to be true; and further that these 
Statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1 00 ! of Title 1 8 of the United States Code 
and that such willful false statements may jeopardize the validity of the application or any patent issuing 
thereon. 



Idenix 



i, Inc. 



Name: 
Position: 



Uurvcrsito Degli 



lh RETTQRfjJ ^ 



Position; ( Pasquale Mlslretta ) 



Centre National <k In Rechcrclw Sctei>tifique 



Name: 
Position: 



L' Unrversitf Montpellier II 

. »y: _ 

Name: 
Position: 
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TERMINAL DISCLAIMER 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



The owners of the entire interest in the above- identified application, Idenix Pharmaceuticals, Inc., 
Universita Degli Studi di Cagliari, Centre National de la Recherche Scientifique and L' Universite 
Montpellier II (collectively, "owners"), hereby disclaim the terminal part of the statutory term of any 
patent granted on the above-identified application which would extend beyond the expiration date of the 
statutory terms of any patent granted on pending U.S. Patent Application Nos. 1 1/005,443 and 1 1/516,928 
(the "reference applications"). The owners hereby agree that any patent so granted on the above- 
identified application shall be enforceable only for and during such period that the legal title to said patent 
shall be the same as the legal title to any patents granted on the reference applications. 

The owners further agree that this agreement is to run with any patent granted on the above 
identified application and is to be binding upon the grantee, its successors, and assigns. 

The owners do not disclaim any terminal part of any patent granted on the above-identified 
application prior to the expiration date of the full statutory term of any patents granted on the reference 
applications in the event that said patents later expire for failure to pay a maintenance fee, are held 
unenforceable, are found invalid, are statutorily disclaimed in whole or terminally disclaimed under 37 
C.F.R. 1 .321(a), have all claims canceled by a reexamination certificate, or are otherwise terminated prior 
to the expiration of its full statutory term, except for the separation of legal title stated above. 

Ownership of the above-identified application and the reference applications in Idenix 
Pharmaceuticals, Inc., Universita Degli Studi di Cagliari, Centre National de la Recherche Scientifique 
and L' Universite Montpellier II is demonstrated by virtue of assignments recorded November 1 1, 2008 at 
reel 021819 frame 0136; November 11,2008 at reel 02I81 9 frame 0145; November 1 1,2008 at reel 
021819 frame 0149; and the assignment attached hereto. 
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The undersigned hereby confirm that they have reviewed the assignments and, to the best of their 
knowledge and belief, title is in the assignees seeking to take action in this matter and that they are 
empowered to act on behalf of Idenix Pharmaceuticals, Inc., Universita Degli Studi di Cagiiari, Centre 
National de la Recherche Scientifique and L' Universite Montpellier II. 

The undersigned hereby declares that all statements made herein of his own knowledge are true 
and that all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code 
and that such willful false statements may jeopardize the validity of the application or any patent issuing 
thereon. 

Idenix Pharmaceuticals, Inc. 

Date: By: 

Name: 
Position: 



3 0 MARS 2009 



Universita Degli Studi di Cagiiari 

. By: 



Name: 
Position: 



Centre National de la Recherche Scieptififli 

_ By: 




Name: 
Position: 



L> Universite Montpellier II 

. By: 



Name: 
Position: 
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Art Unit: 
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For: 



2' and 3 ' Nucleoside Prodrugs Attorney Docket No: 
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TERMINAL DISCLAIMER 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



The owners of the entire interest in the above-identified application, Idenix Pharmaceuticals, Inc., 
Universita Degli Srudi di Cagliari, Centre National de la Recherche Scientifique and V Universite 
Montpellier II (collectively, "owners"), hereby disclaim the terminal part of the statutory term of any 
patent granted on the above-identified application which would extend beyond the expiration date of the 
statutory terms of any patent granted on pending U.S. Patent Application Nos. 1 1/005,443 and 1 1/516,928 
(the "reference applications"). The owners hereby agree that any patent so granted on the above- 
identified application shall be enforceable only for and during such period that the legal title to said patent 
shall be the same as the legal title to any patents granted on the reference applications. 

The owners further agree that this agreement is to run with any patent granted on the above 
identified application and is to be binding upon the grantee, its successors, and assigns. 

The owners do not disclaim any terminal part of any patent granted on the above-identified 
application prior to the expiration date of the full statutory term of any patents granted on the reference 
applications in the event that said patents later expire for failure to pay a maintenance fee, are held 
unenforceable, are found invalid, are statutorily disclaimed in whole or terminally disclaimed under 37 
C.F.R. 1 .321 (a), have all claims canceled by a reexamination certificate, or are otherwise terminated prior 
to the expiration of its full statutory term, except for the separation of legal title stated above. 

Ownership of the above-identified application and the reference applications in Idenix 
Pharmaceuticals, Inc., Universita Degli Studi di Cagliari, Centre National de la Recherche Scientifique 
and V Universite Montpellier II is demonstrated by virtue of assignments recorded November 1 1 , 2008 at 
reel 021819 frame 0136; November 1 1, 2008 at reel 021819 frame 0145; November 1 1, 2008 at reel 
02 1 8 1 9 frame 0 1 49; and the assignment attached hereto. 
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The undersigned hereby confirm that they have reviewed the assignments and, to the best of their 
knowledge and belief, title is in the assignees seeking to take action in this matter and that they are 
empowered to act on behalf of Idenix Pharmaceuticals, Inc., Universita Degli Studi di Cagliari, Centre 
National de la Recherche Scientifique and L' Universite Montpellier II. 

The undersigned hereby declares that all statements made herein of his own knowledge are true 
and that all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1 001 of Title 1 8 of the United States Code 
and that such willful false statements may jeopardize the validity of the application or any patent issuing 
thereon. 

Idenix Pharmaceuticals, Inc. 

Date: By: 

Name: 
Position: 

Universita Degli Studi di Cagliari 

Date: By: 

Name: 
Position: 

Centre National de la Recherche Scientifique 

Date: By: 

Name: 
Position: 



L' Universite Montpellier II 




PATENT ASSIGNMENT AGREEMENT 



THIS PATENT ASSIGNMENT AGREEMENT (this "Assignment"), effective as of 
March 4, 2009 (the "Effective Date"), is made by and among Idenix Pharmaceuticals, Inc., a 
corporation organized under the laws of the State of Delaware, USA ("Idenix USA"), Idenix 
SARL, a [corporation] organized under the laws of France ("Idenix France"), Idenix (Cayman) 
Limited, a company organized under the laws of the Cayman Islands ("Idenix Cayman"), the 
Universita degli studi di Cagliari, a university organized under the laws of Italy ("University of 
Cagliarf), the Centre National Del La Recherche Scientifique, a [corporation] organized under 
the laws of France ("CNHS"), and L'Universtte Montpellier II, a [public institution] organized 
under the laws of France ("UM If). (Idenix USA, Idenix France, Idenix Cayman, University of 
Cagliari, CNRS and UM II also may be referred to herein individually as a "party" and 
collectively as the "parties") 

RECITALS 

A. Idenix France, on behalf of itself and Idenix USA, and CNRS and UM II are 
parties to that certain Restated and Amended Cooperative Joint Research Agreement dated as of 
May 7, 2003 (the "French Joint Research Agreement"), pursuant to which each of the parties 
thereto agreed to jointly own all "Results" (as defined therein) and patents covering such Results. 

B. Idenix France, through its predecessor Novirio SARL, and the University of 
Cagliari are parties to that certain Co-Operative Antiviral Research Activity Agreement dated 
January 4, 1999, as amended (the "Italian Joint Research Agreement"), pursuant to which each 
of them have agreed to jointly own all results obtained from the activities taken thereunder and 
patents covering such results. 

C. Idenix France, through its predecessor Novirio SARL, and Idenix Cayman, 
through its contributor Novirio Pharmaceuticals Limited, a corporation formerly organized under 
the laws of the Cayman Islands, are parties to that certain Research and Development Agreement 
dated as of August 24, 1998 pursuant to which Idenix Cayman owns all intellectual property 
rights developed pursuant to "Projects" (as defined therein), except certain of such rights owned 
by Idenix USA. 

D. The inventors of the United States and foreign patents and patent applications 
lisled on Attachment A assigned their individual rights, titles and interests to their respective 
employers before the Effective Date. 

E. The parties desire that each of Idenix USA, University of Cagliari, CNRS and 
UM II (collectively, the "Joint Assignees") each jointly own an equal, undivided right, title and 
interest in the Jointly Owned Patents (as defined below), subject to the rights and obligations of 
each Joint Assignee with respect thereto set forth in the French Joint Research Agreement or the 
Italian Joint Research Agreement, as applicable, through partial assignments by the respective 
owners as of the Effective Date as necessary to accurately document and record such agreement. 



AGREEMENT 



NOW, THEREFORE, for good and valuable consideration (including the premises and 
covenants set forth in the Italian Joint Research Agreement and the French Joint Research 
Agreement), the receipt and sufficiency of which are hereby acknowledged, the parties agree as 
follows: 

Each of the parties (each an "Assignor") hereby irrevocably assigns, transfers and sets 
over to the Joint Assignees all or such portion of such Assignor's right, title and interest in and to 
the patents and patent applications listed on Attacliment A (if any), together with any foreign 
counterparts or equivalents thereto, existing now or in the future and including, but not limited 
to, patents of utility, improvement or addition, utility model and appearance and industrial design 
patents and inventors certificates, as well as divisionals, reissues, continuations (in whole or in 
part), renewals and extensions of any of the foregoing and any patents that may issue from any of 
the foregoing or any reissues or reexaminations thereof, and including the inventions described 
or claimed in the foregoing (all of the foregoing, collectively, "Jointly Owned Patents"), for 
each Joint Assignee's use and enjoyment, and for the use and enjoyment of their respective 
successors, assigns or other legal representatives, as fully and entirely as the same would have 
been held and enjoyed by each Assignor if this assignment had not been made, in each case such 
that all of the Joint Assignees hereby jointly own an equal, undivided right, title and interest to 
all of the Jointly Owned Patents, subject to the terms and conditions of the French Joint Research 
Agreement and Italian Joint Research Agreement, as applicable. 

Each Assignor authorizes and requests the United States Commissioner of Patents and 
Trademarks and any other similar government authority to record each Joint Assignee as a joint 
owner of the Jointly Owned Patents and jssue any and all patents issued thereon to the Joint 
Assignees jointly, as assignees collectively of the entire right, title and interest in, to and under 
the same, for the sole use and enjoyment of the Joint Assignees jointly and their respective 
successors, assigns or other legal representatives. 

Assignors shall provide the Joint Assignees and their respective successors, assigns or 
other legal representatives, reasonable cooperation and assistance, including the execution and 
delivery of any and all affidavits, declarations, oaths, exhibits, assignments, powers of attorney 
or other documentation, as may be reasonably required in the implementation, recordation or 
perfection of this Assignment. Each of the parties hereby irrevocably appoints Idenix USA and 
its successors, assigns and other legal representatives as the true and lawful attorney-in-fact on 
Assignor's and Joint Assignee's behalf and in Assignor's and/or Joint Assignee's name, place 
and stead, to execute any further documents or instruments and do any and all further acts that 
may be deemed appropriate by Idenix USA and its successors, assigns and other legal 
representatives to effect the assignments to the Joint Assignees and their respective successors, 
assigns and other legal representatives, of the rights, titles and interests made hereby, and to 
enable such assignments to be recorded and/or perfected in the United States and all* foreign 
countries, and to maintain, issue or extend any Jointly Owned Patents. 

Each party is solely responsible for its costs and expenses associated with the execution 
and delivery of this Assignment. Each Joint Assignee shall be responsible for 25% of all of the 
out of pocket costs and expenses actually inclined by Idenix USA in connection with the 
recording or other perfection of this Assignment within the United States and all foreign 



countries, including, but not limited to, any recording fees, taxes or other charges payable to any 
governmental authority or local attorney/agent in connection therewith. 

This Assignment may be executed in one or more counterparts, each of which shall be 
deemed to be an original, and all of which together shall constitute one and the same instrument. 
This Assignment is governed by the laws of the State of Delaware. 

<signature pages follow> 
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IN WITNESS WHEREOF, each of the parties have executed and delivered this 
Assignment to effective as of the Effective Date. 



Idenix Pharmaceuticals, Inc. 



By: 



Name; - 



Cl-l-la»)5296v3 



Idenix SARL 



By: 

Name: • i<u« 
Title: '£w, t 



Idenix (Cayman) Limited 




V. 



By: . 
Name: Xt<*-*- 
Title: b.^t-^ 



University d«gll studi di Cagliari 



By: . 

Name: PA SKOALS (f 

Title: Rector 




ca^uaO^oI APR. 2009 



Centre National Del La Recherche 
Scientifique 



By: 
Name: 
Title: _ 



BD0UX 



L'Universite Montpellier II 
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Attachment A 
Jointly Owned Patents 

(See attached.) 
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